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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

Claim Objections 

1 . Claim 4 is objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim should refer to other claims in the alternative only and cannot depend 
from any other multiple dependent claim. See MPEP § 608.0 l(n). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. Claims 1, 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Okada Tahei 
(JP 10-279979) 

6. In regards to claims 1, 2, Tahei teaches a lubricating oil composition comprising 
lubricating base oil having a kinematic viscosity of from 2 to 40 mm 2 /s at 40°C which overlaps 
the range in claim 1 (abstract). 

In the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). 

Tahei teaches that the lubricating oil composition contains calcium or barium sulfonate 
which serves as rust proofer or rust preventing agent in the amount of from 2 to 10 wt. % of the 
lubricant which encompasses the limitations in claims 1,2. 

Tahei teaches the composition as claimed which provides the necessary amount required 
for rust prevention of metal surfaces during a sizing process as in the claimed invention. Since 
the claim is drawn to a composition, it does not depend on the process of sizing for 
completeness. 

A preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural limitations 
are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. 
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Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Since the composition comprises 
every element of the claimed invention, all limitations are met. 

7. Claims 3, 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Okada Tahei 
(JP 10-279979) in view of Deckman et al. (US 2004/0038833) 

8. In regards to claim 3, Tahei teaches a lubricating oil composition comprising. Tahei 
teaches that the composition can comprise additives such as metal deactivators, but does not 
particularly teach a thiadiazole compound is present [0008]. 

Deckman teaches a lubricating oil composition with improved wear performance 
comprising rust inhibitors similar to the composition of Tahei [0085]. Deckman teaches that the 
lubricant can contain thiadizoles which are used as corrosion inhibitors to prevent degradation of 
metallic parts. Deckman teaches that thiadizoles are present in an encompassing range of from 
0.01 to 5 wt. % in the composition as in range of the claim 3, and thus will intrinsically serve as a 
metal deactivator. 

It would have been obvious for one of ordinary skill in the art at the time of the invention 
to use the thiadizole corrosion inhibitors of Deckman in the lubricating composition of Tahei in 
order to prevent degradation of the metal surfaces. 

9. In regards to claim 4, Tahei and Deckman combined teach the lubricating oil 
composition. Deckman teaches the lubricant contains antioxidants in an overlapping range of 
from 0.01 to 5 wt. % [Deckman, 0093]. In the case where the claimed ranges "overlap or lie 
inside ranges disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 
541 F.2d257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16USPQ2d 1934 
(Fed. Cir. 1990). 
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10. Claims 3, 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Okada Tahei 
(JP 10-279979) in view of Cahoon et al. (US 5,484,542) 

11. In regards to claim 3, Tahei teaches a lubricating oil composition comprising. Tahei 
teaches that the composition can comprise additives such as metal deactivators, but does not 
particularly teach a thiadiazole compound is present [0008]. 

Cahoon teaches a lubricating composition for metal working similar to the invention of 
Tahei (column 78 lines 63 - 66; column 79 lines 23 - 28). Cahoon teaches that the lubricant 
contains metal deactivators such as preferably benzotriazole (column 81 lines 4 - 25). Cahoon 
teaches that metal deactivators are present at preferably from 0.05% and up to 2% which 
encompasses the claimed range. 

It would have been obvious for one of ordinary skill in the art at the time of the invention 
to use benzotriazole metal deactivators which Cahoon teaches is suitable for working fluids in 
the working fluid composition of Tahei. 

12. In regards to claim 4, Tahei and Cahoon combined teach the composition. Cahoon 
teaches that the composition can comprise antioxidant compound of for example 6.6 % of the 
composition with encompasses the range in the claim (column 99 lines 10 - 15). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAIWO OLADAPO whose telephone number is (571)270-3723. 
The examiner can normally be reached on 8:00 - 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571)272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TO /Glenn A Caldarola/ 

Acting SPE of Art Unit 1797 



